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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 2 & 4-13 are rejected under 35 U.S.C. 102(b) as being anticipated in view of 
Silverbrook et al. (US PGPUB 2002/0080396). 

Silverbrook et al. disclose the following: 

Regarding claims 1 & 10, recording apparatus /netpage printer, 601/ (fig. 1 1) and 
method for forming an image on a recording medium/netpage, 1/ (fig. 1; paragraph 0216), 
comprising: 

*recording means/print engine controllers, 760/ (fig. 14; paragraph 0554) for 
performing recording by applying a recording material/ink/ (paragraph 0243) onto the recording 
medium/1/ (fig. 1), the recording means/760/ recording at least one of a positional information 
image/coded data, 3/ representing positional information (paragraph 0158; x & y coordinates) 
corresponding to the position where the positional information image/coded data, 3/ is recorded 
and the other image/graphic data, 21 (fig. 1 ; paragraph 0129) 

* control means/processor, 750/ (fig. 14; paragraphs 0552 & 0553) for controlling the 
recording (paragraph 0220) such that the recording means/760/ records the positional 
information image with a recording material/infrared inks, IR-absorptive black ink/ capable of 
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being detected by a predetermined detector/netpage pen, 101/ (figs. 8 & 9; paragraph 0255)* and 
said other image with another recording material/inks/ (paragraph 0243; cyan, magenta, yellow, 
black) incapable of being detected by the detector/netpage pen, 101/ (paragraph 0151 - cyan, 
magenta, yellow, black are non-infrared emitting) 

♦regarding claim 2, recording material/infrared inks, IR-absorptive black ink/ used for 
recording the positional information image/coded data, 3/ contains carbon (paragraphs 0584 - 
0592; infrared dyes/ink/ contain carbon atoms), and the recording material (paragraph 0243; 
cyan, magenta, yellow, black) used for recording said other image/graphic data, 21 is carbon- 
free (fig. 1) 

♦regarding claim 4, recording material for the positional information image/coded data, 
3/ (fig. 1, paragraph 0129) is black/IR-absorptive black ink/ (paragraph 0223), and the 
recording material for said other image/graphic data, 21 (fig. 1, paragraph 0129) is a plurality of 
recording materials/inks/ capable of recording a color image (paragraph 0243) 



♦regarding claim 5, plurality of recording materials/inks/ correspond to a plurality of 
colors including yellow, magenta, and cyan (paragraph 0243) 



♦regarding claim 6, plurality of recording materials/inks/ have a plurality of colors 
including yellow, magenta, cyan, and black (paragraph 0243) 
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♦regarding claim 7, positional information image/coded data, 3/ (fig. 1) is expressed by a 
combination pattern of a plurality of spots to represent the positional information (figs. 6a, 6b & 
6c) 

♦regarding claim 8, positional information/coded data, 3/ is associated with coordinates 
on the recording medium/netpage, 1/ (fig. 1; paragraph 0159; x & y coordinates) 

♦regarding claim 9, positional information/coded data, 3/ is associated with coordinates 
on a virtual plane beyond the area of the recording medium/netpage, 1/ (fig. 1; paragraph 0149; 
multiple pages can have same positional data & each page has unique page ID since recording 
medium is considered to be one page; paragraph 01 57 - region to which a tag [tag ID - 
positional information] refers can be an arbitrary subregion of a page or other surface [virtual 
plane]) 

♦regarding claim 11, recording medium/netpage, 1/ (fig. 1) including: 
♦pattern image/coded data, 21 (figs. 1 & 6a, 6b, 6c; paragraph 0129) designating 

positions (paragraph 0158; x & y coordinates) at least thereon, the pattern image being/2/ 

recorded by applying a first recording material/ink/ capable of being detected by a 

predetermined detector/netpage pen, 101/ (figs. 8 & 9; paragraph 0255) 

♦the other image/graphic data, 21 (fig. 1; paragraph 0129) recorded by applying a second 

recording material incapable of being detected by the detector/101/ 
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♦regarding claim 12, recording system comprising (fig. 14 - printer controller): 
♦recording apparatus/netpage printer, 601/ (fig. 1 1) for performing recording by 
applying a recording material/ink/ onto a recording medium/netpage,l/ (fig. 1) according to : 
image data, the recording apparatus/601/ recording positional information representing 
positions/coded data, 3/ (fig. 1; paragraph 0129 & 0158) on at least the recording medium/1/ 
and the other image/graphic data, 21 (fig. 1), the recording apparatus/601/ including control 
means/processor, 750/ (fig. 14; paragraphs 0552 & 0553) for controlling recording such that the 
positional information/3/ is recorded with a recording material capable of being detected by a 
predetermined detector/netpage pen, 101/ (figs. 8 & 9; paragraph 0255), and said the other j 
image/graphic data, 21 (fig. 1) is recorded with a recording material incapable of being detected 
by the detector/101/ (paragraph 0151 - cyan, magenta, yellow, black are non-infrared emitting) 

♦transmitting apparatus/print controller, 656/ (fig. 15) for transmitting the image data to 
the recording apparatus/netpage printer, 601/ (fig. 1 1), the transmitting apparatus including 
image data preparation means/DSPs, 757/ (fig. 14; paragraph 0563) and image data transmission 
means/IEEE 1394 Serial Interface, 659/ (fig. 14; paragraph 0569) 

♦regarding claim 13, program for controlling/software/ (paragraph 0556) a recording 
apparatus/netpage printer, 601/ (fig. 1 1) for recording an image by applying a recording 
material/ink/ (paragraph 0243) onto a recording medium/netpage, 1/ (fig.l), the program 
performing: 

♦the recording step (paragraph 0567) of recording an positional information image/cbded 
data, 3/ corresponding to positional information representing positions (paragraph 0158; x & y 
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coordinates) on at least the recording medium/1/ and the other image/graphic data, 3/, on the 
recording medium/1/ (fig. 1; paragraph 0129; paragraph 0220 - printing of combination of data) 

*the control step (paragraph 0571) of controlling the recording step such that the 
positional information image is recorded with a recording material/infrared inks, IR-absorptive 
black ink/ capable of being detected by a predetermined detector/netpage pen, 101/ (figs. 8 & 9; 
paragraph 0255), and said the other image/3/ is recorded with another recording material/ink/ 
incapable of being detected by the detector/101/ (paragraph 0151 - ink: cyan, magenta, yellow, 
black are non-infrared emitting) 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Silverbrook et al. 
(US PGPUB 2002/0080396) in view of Tan et al. (US 6,613,403). 

Silverbrook et al. disclose all of the claimed limitations except for the following: 

Regarding claim 3, recording material used for recording the positional information i 
image comprises one of a pigment ink containing carbon and a dye ink containing carbon, and 
the recording material used for recording said other image comprises one of a carbon-free 
pigment ink and a carbon-free dye ink 



Silverbrook et al. did not expressly specify which recording material/ink/ to utilize 
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Tan et al. does not disclose the following: 

♦regarding claim 3, recording material/ink/ used for recording the positional information 
image comprises one of a pigment ink containing carbon and a dye ink containing carbon, and 
the recording material used for recording said other image comprises one of a carbon-free 
pigment ink and a carbon-free dye ink (col. 9, lines 7-24; allows for inks including dye or 
pigment and colorant is carbon-free; Tan et al. teaches using carbon free inks so not to interfere 
with NIRF [near infrared fluorescent] inks) 

Although Silverbrook et al. and Tan et al. are analogous art because they are directed to a 
similar problem solving area of recording material/ink/ detection and recording material lack of 
detection. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to utilize a recording material of dye and pigment containing carbon; and 
recording material of dye and pigment being carbon-free as taught by Tan et al. into Silverbrook 
et al. for the purpose of ink detection and lack of detection based on specific properties (infrared 
detection). 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Ericson et al. (US 6,854,821) disclose printing using position-coding pattern for 1 
graphical data positioning. Lazzouni et al. (US 5,661,506) disclose a recoding system using; 
invisible inks with positional data and the use of an imaging pen. 
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